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DETAILED ACTION 

The following office action is in response to the Pre Appeal Brief request. Claims 24, 52- 
96 are pending. 

Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 24, 52-96 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claim 24 teaches the limitation of "said touch layer having a conductivity selected 
to create an image of a conductive object that is larger than an area of contact of said 
conductive object". . ."wherein the conductivity of said touch layer is configured to limit 
the size of said [image] to approximately four time the area of contact of said conductive 
object". 

Claim 52 teaches the limitation of "wherein the conductive touch layer has a 
conductivity configured to create an image of said conductive object that is larger than an 
area of contact of said conductive object". 

Claim 63 teaches the limitation of "wherein the conductive touch layer comprises 
conductive carbon disposed in epoxy and has a conductivity selected to create an image 
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of said conductive object that is at least four times larger than an area of contact of said 
conductive object". 

Claim 68 teaches the limitation of "wherein the conductive touch layer has a 
conductivity configured to create an image of said conductive object that is larger than an 
area of contact of said conductive object with said conductive touch layer". 

Claim 88 teaches the limitation of "wherein said conductive touch layer has a 
conductivity configured to create an image of said conductive object that is larger than an 
area of contact of said conductive object". 

With respect to claims 24, 52-96, the specification does not adequately disclose 
how the "conductivity is configured to create an image of said conductive object that is 
larger than an area of contact of said conductive object". In the specification, on page 10, 
lines 4-7, applicant teaches "For best operation, the conductivity of the surface layer 
should be chosen such that the image of the stylus is about the same size as the image 
generated by a finger on a normal capacitive sensor." However, the specification does 
not teach how the conductivity is chosen or selected as claimed in the independent claim. 
The specification on page 9, line 14-page 10, line 7, simply state that a conductivity that 
is too large or too small is flawed, however a moderate conductivity is appropriate. 
Therefore, the specification fails to accurately describe or define how a moderate 
conductivity is determined. 

3. Claims 24, 52-96 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
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which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Claim 24 teaches the limitation of "said touch layer having a conductivity selected 
to create an image of a conductive object that is larger than an area of contact of said 
conductive object". . ."wherein the conductivity of said touch layer is configured to limit 
the size of said [image] to approximately four time the area of contact of said conductive 
object". 

Claim 52 teaches the limitation of "wherein the conductive touch layer has a 
conductivity configured to create an image of said conductive object that is larger than an 
area of contact of said conductive object". 

Claim 63 teaches the limitation of "wherein the conductive touch layer comprises 
conductive carbon disposed in epoxy and has a conductivity selected to create an image 
of said conductive object that is at least four times larger than an area of contact of said 
conductive object". 

Claim 68 teaches the limitation of "wherein the conductive touch layer has a 
conductivity configured to create an image of said conductive object that is larger than an 
area of contact of said conductive object with said conductive touch layer". 

Claim 88 teaches the limitation of "wherein said conductive touch layer has a 
conductivity configured to create an image of said conductive object that is larger than an 
area of contact of said conductive object". 

The specification does not adequately disclose how the "conductivity is 
configured to create an image of said conductive object that is larger than an area of 
contact of said conductive object". In the specification on page 10, lines 4-7, applicant 
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teaches "For best operation, the conductivity of the surface layer should be chosen such 
that the image of the stylus is about the same size as the image generated by a finger on a 
normal capacitive sensor." However, the specification does not teach how the 
conductivity is chosen or selected as claimed in the independent claims without undue 
experimentation. The specification on page 9, lines 14-page 10, line 7, simply state that a 
conductivity that is too large or too small is flawed, however a moderate conductivity is 
appropriate. Further, the specification does not define how moderate conductivity is 
determined. 

Therefore as stated in the MPEP, the specification does not meet the enablement 
requirement as it does not enable a person of ordinary skill in the art to make and use the 
claimed invention without resorting to undue experimentation. See In re Brown, 477 F.2d 
946, 177 USPQ 691 (CCPA 1973); In re Ghiron, 442 F.2d 985, 169 USPQ 723 (CCPA 
1971). See MPEP 2161.01. Applicant is further directed to MPEP 2164.01 and 2164.06 
(c) for further information in regards to undue experimentation. 

Claim Rejections - 35 USC §103 

4. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 24, 52-96 rejected under 35 U.S.C. 103(a) as being unpatentable over 
Allen et al (WO 97/18528) in view of Miller et al (US 5,374,787) and further, in view of 
Greanias et al (US 5,386,219) 
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As to independent claims 52 and 88, Allen et al teach a capacitive touch pad 
system (Fig. 1) comprising; a sensor layer (items 14, 18), and insulative layer disposed 
over said sensor layer (22), and a conductive touch layer (24) disposed over said 
insulative layer; Allen et al teach wherein said sensor layer, said insulative layer and said 
conductive touch layer are configured to form a capacitor with a conductive object when 
a user places said conductive object proximate said sensor layer (page 7, lines 9-15); said 
formed capacitor having a capacitance determined in part by the conductive touch layer 
and the conductive object (page 7, lines 4-32). 

Allen et al do not disclose where said touch layer having a conductivity selected 
to create an image of a conductive object that is larger than an area of contact of said 
conductive object, and wherein said sensor layer capacitive ly detects the image of said 
conductive object when a user places a conductive object proximate said touch layer. 

Miller et al disclose in col. 8, line 58-col.9, line 25 where said touch layer having 
a conductivity selected to create an image of a conductive object that is larger than an 
area of contact of said conductive object. It would have been obvious to one of ordinary 
skill in the art to incorporate where said touch layer having conductivity selected to create 
an image of a conductive object that is larger than an area of contact of said conductive 
object as taught by Miller et al into Allen et al in order to measure contact area of the 
capacitive touch layer (Miller et al col. 4, lines 18-28). 

Further, changing the conductivity of Allen et al in order to create an image larger 
than an area of contact of the conductive object would have been obvious to try (KSR) to 
in order to yield a predictable solution. 
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Allen et al and Miller et al do not teach wherein said sensor layer capacitively 
detects the image of said conductive object when a user places a conductive object 
proximate said touch layer. 

Greanias et al disclose wherein said sensor layer capacitively detects the image of 
said conductive object when a user places a conductive object proximate said touch layer 
in col. 7, lines 14-23 and col. 8, lines 19-50. It would have been obvious to one of 
ordinary skill in the art to incorporate wherein the sensor layer capacitively detects the 
image of said conductive object when a user places a conductive object proximate said 
touch layer as shown by Greanias into that of Allen et al as modified by Miller. The 
feature of capacitive detection is advantageous as disclosed by Greanias in col. 3, lines 
25-37 as it improves the accuracy of determining the position of the touch. 

Allen, Miller and Greanias do not explicitly disclose a wherein said conductive 
touch layer configured to produce a visual mark of the conductive object contacting said 
conductive touch layer for providing visual feedback to the user. Examiner takes Official 
Notice that said conductive touch layer configured to produce a visual mark of the 
conductive object contacting said conductive touch layer for providing visual feedback to 
the user is well known in the art. It would have been obvious to one of ordinary skill in 
the art that a visual mark to be shown in the touch/stylus input systems disclosed by 
Allen, Miller and Greanias and further touch input systems such as personal digital 
assistants show visual marks to enable the users to input different items and handwriting. 

With respect to independent claim 24, see limitations of claims 52 and 88, above, 
and further, wherein the conductivity of said touch layer is configured to limit the size of 
said image to approximately four times the area of contact of said conductive object. The 
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prior art of Miller et al teaches in col. 8, line 58-col.9, line 25 wherein the touch layer 
having a conductivity selected to create an image of a conductive object that is larger 
than an area of contact of said conductive object. It would be obvious to try (KSR) to 
have a conductivity selected to create an image of a conductive object that is 
approximately four times larger than an area of contact of said conductive object. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made for the prior art of Miller et al to change the conductivity in order to obtain an 
image of a conductive object that is approximately four times larger than the area . 

As to dependent claims 53, 63, 69, 70 and 71 see limitations of claims 24, 52 and 
88 above. 

As to dependent claims 54, 62 and 72, limitations of claims 52 and 88 and further 
comprising, Allen et al do not teach a plastic carrier. Miller et al disclose a plastic carrier 
in col. 8, lines 8-57. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to include the plastic carrier of Miller et al into the Allen et 
al as the plastic carrier protects the touch device. 

As to dependent claim 74, limitations of claim 52, and further comprising, Allen 
et al does not explicitly teach wherein said insulative layer, said touch layer and said 
sensor layer are transparent. Greanias et al teach in Figs. 5-8 where the three layers are 
transparent. It would have been obvious to one of ordinary skill in the art to include 
where the insulative, touch and sensor layers are transparent as taught by Greanias into 
Allen et al as modified by Miller et al in order to view images and items for selection on 
the touch panel (Greanias, col. 3, lines 27-57). 
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As to dependent claims 56 and 75, limitations of claim 52 and 74, and further 
comprising, Allen et al do not disclose wherein a display in operative communication 
below said sensor layer and where said display configured to be viewable through said 
sensor layer, insulative layer and touch layer. Greanias et al teach in Figs. 1, 3 and 5 
wherein a display (item 1 8) in operative communication below said sensor layer, and 
where said display configured to be viewable through said sensor layer, insulative and 
touch layer (Figs. 1, 3, 5-8). It would have been obvious to one of ordinary skill in the art 
to include the display and where the insulative, touch and sensor layers are transparent as 
taught by Greanias into Allen et al as modified by Miller et al in order to view images 
and items for selection on the touch panel (Greanias, col. 3, lines 27-57). 

As to dependent claim 76, see limitations of claims 52 and 88, above. 

As to dependent claim 77, see limitations of claims 52 and 88, above. 

As to dependent claim 78, limitations of claim 52, and further comprising, 
wherein said Allen et al do not explicitly disclose the feature of where the conductive 
object comprises one of metal and conductive plastic. Miller discloses where the 
conductive object comprises one of metal and conductive plastic in col. 8, lines 8-col. 9, 
line 25 . It would have been obvious to one of ordinary skill in the art to incorporate into 
Allen where the conductive object comprises one of metal and conductive plastic as 
taught by Miller et al as metal and conductive plastic enables the conductive object to be 
detected by the touch panel (Miller, col. 4, lines 12-28). 

As to dependent claim 79, limitations of claim 52, and further comprising, Allen 
et al as modified by Miller and Greanias do not disclose where a conductive tip is 
selected from the group consisting of a wide stylus, a ball of conductive foam, and a 



Application/Control Number: 09/1 76,639 Page 1 0 

Art Unit: 2629 

circular metal plate with a ball joint. However the Examiner takes Official Notice that a 
conductive tip is selected from the group consisting of a wide stylus, a ball of conductive 
foam, and a circular metal plate with a ball joint is well known in the art. It would have 
been obvious to one of ordinary skill in the art to incorporate the feature into that of Allen 
et al as modified by Miller and Greanias as different conductive tips enable the user to 
create different images. 

As to dependent claim 80, limitations of claim 52, and further comprising, Allen 
et al as modified by Miller and Greanias do not disclose where a conductive object 
comprises a fine tipped conductive pen. However the Examiner takes Official Notice a 
conductive object comprises a fine tipped conductive pen is well known in the art. It 
would have been obvious to one of ordinary skill in the art to incorporate the feature into 
that of Allen et al as modified by Miller and Greanias as is disclosed by personal digital 
assistants with pen stylus as the fine tip is advantageous as it enables for precision. 

As to dependent claims 57 and 81, limitations of claim 52, and further 
comprising, Allen et al and Miller et al do not disclose the feature of a bezel, wherein 
said bezel is configured to limit edge distortion effects by preventing the conductive 
object from contacting the conductive touch layer at the perimeter. Greanias et al 
disclose the feature of a bezel to prevent edge distortion by preventing the conductive 
object from contacting the conductive touch layer at the perimeter in col. 5, lines 48-63. 
It would have been obvious to one of ordinary skill in the art to combine the system of 
Allen et al with that of Greanias et al as they both disclose a touch panel with sensor, 
insulative and conductive layers where a finger or stylus may be used. The bezel of 
Greanias et al well known in the art as it protects the edges of the display. 
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As to dependent claims 58, 59, 82 and 83, limitations of claim 52, and further 
comprising, Allen et al, Miller et al and Greanias et al do not disclose the feature of 
compensating edge distortion by calibration means, however the Examiner takes Official 
Notice, as the limitation of compensating edge distortion by calibration means is well 
known in the art. It would have been obvious to one of ordinary skill in the art to 
incorporate the feature into that of Allen et al as modified by Miller and Greanias as 
compensating for edge distortion increases the viewing and touching area of the display. 

As to dependent claim 84 and 85, see limitations of claim 52, above. 

As to dependent claims 60, 86 and 87, limitations of claim 52 and further 
comprising, Allen et al and Miller et al do not disclose wherein said means for 
distinguishing an identity of said conductive object comprises a means based on the 
detected change in capacitance, wherein said detected change in capacitance is variable 
over a time period for a finger proximate said conductive touch layer and said detected 
change in capacitance is substantially constant over a time period for a stylus contacting 
said conductive touch layer. Greanias et al disclose wherein said means for 
distinguishing an identity of said conductive object comprises a means based on the 
detected change in capacitance, wherein said detected change in capacitance is variable 
over a time period for a finger proximate said conductive touch layer and said detected 
change in capacitance is substantially constant over a time period for a stylus contacting 
said conductive touch layer in col. 7, lines 14-23 and col. 8, lines 19-50. It would have 
been obvious to one of ordinary skill in the art to incorporate wherein said means for 
distinguishing an identity of said conductive object comprises a means based on the 
detected change in capacitance as shown by Greanias into that of Allen et al as modified 
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by Miller. The feature of capacitive detection is advantageous as disclosed by Greanias 
in col. 3, lines 25-37 as it improves the accuracy of determining the position of the touch. 

As to dependent claims 61, 89-91 limitations of claims 52 and 88, and further 
comprising, Allen et al as modified by Miller and Greanias do not disclose the feature 
said visual mark is an alteration in at least one of color and reflectivity produced by 
mechanical contact of said conductive object with said conductive layer or produced by 
the chemical property of the conductive object. However the Examiner takes Official 
Notice that said visual mark is an alteration in at least one of color and reflectivity 
produced by mechanical contact of said conductive object with said conductive layer or 
produced by the chemical property of the conductive object is well known in the art as 
the alteration of color produces an image. It would have been obvious to one of ordinary 
skill in the art to incorporate the feature of a visual mark into Allen et al as modified by 
Miller and Greanias as the visual mark would disclose the area in which the user has 
selected or written. 

As to dependent claim 92, limitations of claim 88, and further comprising, Allen 
et al as modified by Miller and Greanias do not disclose the feature of where the visual 
mark is produced by a sacrificial material on a tip of said conductive object. However 
the Examiner takes Official Notice that the visual mark is produced by a sacrificial 
material on a tip of said conductive object is well known in the art. It would have been 
obvious to one of ordinary skill in the art to incorporate the feature of a visual mark into 
Allen et al as modified by Miller and Greanias as the visual mark would disclose the area 
in which the user has selected or written. 
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As to dependent claim 93, limitations of claim 92, Allen et al as modified by 
Miller and Greanias do not disclose the feature of where sacrificial material is pencil 
graphite. However the Examiner takes Official Notice that where sacrificial material is 
pencil graphite is well known in the art. It would have been obvious to one of ordinary 
skill in the art to incorporate the feature of a visual mark into Allen et al as modified by 
Miller and Greanias as the visual mark would disclose the area in which the user has 
selected or written. 

As to dependent claim 94, limitations of claim 52, and further comprising, Allen 
et al do not disclose wherein said visual mark is produced by a groove in a surface of said 
conductive layer in response to mechanical contact of said conductive object with said 
conductive layer, wherein said surface of said conductive layer comprises a pliant 
material. Miller et al disclose visual mark is produced by a groove in a surface of said 
conductive layer in response to mechanical contact of said conductive object with said 
conductive layer, wherein said surface of said conductive layer comprises a pliant 
material as is shown in Fig. 4. It would have been obvious to one of ordinary skill in the 
art to incorporate the object position detector of Miller et al as the sensor layer of Miller 
et al is shown to be of a sensor layer that would be used in touch panels and would be 
advantageous as it uses capacitive sensing rather than resistive as is shown in col. 4, lines 
12-28 which is advantageous as it can sense the entire area of the finger in contact with 
the touch panel as opposed to just the pressing sensation of a resistive type of touch 
panel. 

As to dependent claim 95, limitations of claim 88, and further comprising, Allen 
et al as modified by Miller and Greanias do not disclose where the visual mark is 
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removable. However the Examiner takes Official Notice that the visual mark is 
removable is well known in the art. It would have been obvious to one of ordinary skill 
in the art of to incorporate where the visual mark is removable into Allen et al as 
modified by Miller and Greanias as is shown by personal digital assistants where the 
written marks are erasable to enable the user to change content. 

As to dependent claim 96, limitations of claim 88, and further comprising, Allen 
et al as modified by Miller and Greanias do not disclose where visual mark is produced 
by a layer of liquid crystal material coupled to said conductive layer in response to 
mechanical contact of said conductive object with said conductive layer. However the 
Examiner takes Official Notice that the visual mark is produced by a layer of liquid 
crystal material coupled to said conductive layer in response to mechanical contact of 
said conductive object with said conductive layer is well known in the art. It would have 
been obvious to one of ordinary skill in the art to incorporate where the visual mark is 
produced by liquid crystal material into that of Allen et al as modified by Miller and 
Greanias as displays taught by personal digital assistants are liquid crystal displays where 
the liquid crystal provides a clearer visual mark and better conductivity. 

1 . Claim 73 is rejected under 35 U.S. C. 103(a) as being unpatentable over Allen et al 
in view of Miller et al in view of Greanias and further in view of DePalma et al. (US 
5,558,977). 

As to dependent claim 73, limitations of claim 52, and further comprising, Allen 
et al as modified by Miller and Greanias do not disclose where the conductive material 
comprises carbon powder. DePalma et al discloses transparent conductive layer. In col. 

2, lines 39-46 DePalma et al disclose where conductive layers have been described to 
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contain conductive carbon particles. Further DePalma et al disclose in col. 11, lines 13- 
24 where these conductive layers are used in touch panels and liquid crystal displays. It 
would have been obvious to one of ordinary skill in the art to combine the system of 
Allen et al as modified by Miller and Greanias with that of DePalma et al as DePalma et 
al disclose the composition of a conductive layer used in touch panels and liquid crystal 
displays. The addition of a conductive carbon in the conductive layer is advantageous as 
it would be an antistatic system which is one where the electrostatic charge can be 
dissipated as is advantageous as it reduces irregular fog patterns and provides a high 
degree of transparency as is disclosed in col. 1, lines 29-37 and col. 5, lines 26-40 of 
DePalma. 

Response to Arguments 

2. Applicant's arguments with respect to claims 24, 52-96 have been considered but 
are moot in view of the new ground(s) of rejection. 

Applicant is directed to the 35 USC 1 12, first paragraph rejection for written 
description, above, as the specification fails to comply with the written description 
requirement. The specification does not adequately disclose how the "conductivity is 
configured to create an image of said conductive object that is larger than an area of 
contact of said conductive object". In the specification, on page 10, lines 4-7, applicant 
teaches "For best operation, the conductivity of the surface layer should be chosen such 
that the image of the stylus is about the same size as the image generated by a finger on a 
normal capacitive sensor." However, the specification does not teach how the 
conductivity is chosen or selected as claimed in the independent claim. The specification 
on page 9, line 14-page 10, line 7, simply state that a conductivity that is too large or too 
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small is flawed, however a moderate conductivity is appropriate. The specification fails 
to accurately describe or define how a moderate conductivity is determined. 

Similarly, the claims and specification fail to comply with the enablement 
requirement as it requires undue experimentation in order to determine conductivity. 

As the specification only requires a "moderate" conductivity and does not clearly 
disclose what "moderate conductivity" is, the prior art as cited in the 35 USC 103 
rejection would provide adequate or moderate conductivity in order to teach the claimed 
invention. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SRILAKSHMI K. KUMAR whose telephone number is 
(571)272-7769. The examiner can normally be reached on 7:00 am to 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sue Lefkowitz can be reached on 571 272 3638. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Srilakshmi K Kumar/ 
Primary Examiner 
Art Unit 2629 
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